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Callie E Shosho _ _ 1 1 14 

f he MAILING DAT E of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION ^ a w , y oe fne, y ,,ec 

E*«er.s.ors * fme nay oe av*.aD.e unoer me prov.s,ons of 3. CFR i -5- a- 

after SIX .6) MONTHS To- the -^Ir.g date of th.s comm.n.caMn ^ $ .^^ &e c£)nSldered ,„ e ' y 
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A-y reply received by the Office :ate' than three months after the man.ng date ot ,r.,s 
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Cnirtinued Examin ntinn Under 37 CFR UU 

, . A request for continued examination under 37 CFR 1.114. including the fee set forth in 
37 CFR 1 . 1 7(e). was tiled in this application after final rejection. S,nce this application is 
eligible for continued examination under 37 CFR 1 .1 14. and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
-Vnnlicanfs submission filed on 10/15 02 has been entered. 
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2. All outstanding rejections except for those described below are overcome by applicants- 
amendment filed 10/ 15/02. 

Claim Rejections - 1*> l.'SC $ IPS 

3. The following is a quotation of 35 CS C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

... A patent „«> - be obtained t„o„ g n the ^^"arc 
, „p of-hi, title, if the differences between the >uh|cU matkr mhijh i y ^ ^ ^ to per < 011 

manner in which the invention was made. 

The focW- induces sc. to* * On*** t.**. < '».. I'* ••<* *» 
, , %<„. ,l,a, arc applied for esrabbshing a background for determining obviousness under 35 

C.S.C. 103(a) are summarized as follows: 

i ivtcrminin>' the scope and contents of the prior art. 

' ' teeZmg ,hc differences bc.neen ,hc pnor ar, and ,hc eianns a. .ssue. 
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i ^«:s^ts» 

or nonoh\ iousncss. 

4 This application currently mimes join, mventors. In considering pa,-,,,:*,!,, of the 
claims under 35 U.S.C. 103(a). UK examiner presumes ,l,a, .he subjec. manor of .he , arious 

cllll ,ns was commonly red a, .he time any mvennons covered therein were made absent any 

evidence to the con.rary. AppHcan. ,s advised of ,„e obhga.io ,der 37 «R . .56 u, pen, ou, 

d,e nrven.or and ,„ve„,,on da.es of each » «* - no. commonly owned a. the time a later 
um made in order for .he exammer ,o consider .ire applicability of 35 U.S.C. 103,c, 
and potential 35 U.S.C. 102(e). (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 1.3. 5- ». U. 22-24. and 28-36 are rejee.ed under 35 U.S.C. 103(a) as being 
unpatenrabie over .IP 7, ,85« ,n view of Yolles (U.S. 3.053.683, and KP 600625. 

,,.711 8502 discloses a water-based me.allic gloss ink for ball pom, pens comprismg 5- 
20 w,»„ pearl pigment which has diameter of 5-6.) urn. water-soluble resnr including 
^saccharide such as xanthan gum. 5-40% wa.er-solublc solve,,,, dye. and water. The ,nk has a 
vi ,„si,v of ,0,)00-l 50.000 CPs .paragraphs 7-12,. from example 1. i, ts calculated tha, ,he „,k 
comlltisos . for example. ,-. water-soluble res,,, further. ,t ,s disclosed that the bad po.nt pen 
eompnscs hollow ink container where, the above U* is stored and .here ,s also d.selosed a 
m e,hodof using the above ink in this ball point pen .paragraph bridging pages 10-1 1 , 

m . difference bc.wecn .IP 7, 185,2 and ,hc present Canned invennon is the requirement 
in the claims of (a, glass flake and (b, amount of colorant. 
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With respect to difference (a). Voiles disclose a metal coated glass Hake suitable for use 
mating compositions for substrates such as paper, i.e. ink. in order to produce a glittery finish 
,col.l. lines 10-13 and 24-28. col.2. line 15. eol.3. lines 54-59. and col.8. line 14, wherein the 
metal coated glass Hakes have average diameter of 140-325 mesh. i.e. 4-100 urn (col.6. lines 47- 
49). 

In light of the motivation of using glass flakes disclosed by Yolles as described above, it 
therefore would have been obvious to one of ordinary skill in the art to use glass flakes in JP 
71 18592 in order to produce an ink with a glittery finish, and thereby arrive at the claimed 

invention. 

With respect to difference (b). it is noted that paragraph 12 of JP 71 18952 discloses the 
use of colorant such as dye. however, there is no disclosure of how much dye is utilized. 

On the one hand, it would have been within the skill level of. as well as obvious to. one 
of ordinary skill in the art to choose amounts of dye. including that presently claimed, in order to 
adjust the hue. color, and optical density of the ink to the desired level, and thereby arrive at the 
claimed invention. 

On the other hand. HP 600205. which is drawn to ink for writing instrument similar to 
that disclosed by .IP 71 18952. discloses the use of 0.1 -10", dye (page lines !>-!*» 

In light of the motivation for using specific amount of colorant disclosed by HP 600205 
as described above, it therefore w ould have been obv ious to one of ordinary skill in the art to use 
eolorant in such amount in the ink of JP 71 18592 order to produce ink w ith desired color, hue. 
etc. and thereby arrive at the claimed invention. 
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6. Claims 15-20. 25-27. and 37-42 arc rejected under 35 I .S.C. 103(a) as being 
unpatentable over .IP 71 18952 in vie* of Voiles and HP 600625 as applied to chums 1. 3. 5. 9. 
1 1. 22-24. and 28-36 above, and further in view of Morita et al. (I'.S. 6.099.629). 

The difference between JP 71 18592 in view of Voiles and HP 600625 and the present 
claimed invention is the requirement in the claims of resin emulsion binder. 

Morita et ah. which is drawn to ink tor writing instrument, disclose the use of 1-10% (in 
terms of solid content) resin emulsion including anionic resin emulsion wherein the resin 
emu !sion possesses minimum film forming temperature of less than 5 »C. The resins include 
st vrene-acrvl copolymer, polyvinyl acetate, and aery, res,,, The motivation for using such resin 
emulsion is to control the stickiness and drying of the ink (co..5. lines 25-29. col.6. lines 34-50. 

and col. 13. lines 47-51). 

in ,i g ht of the motivation for using resin emulsion disclosed by Morita et al. as described 
above. ,t therefore would have been obvious to one of ordinary skill in the art to use such resin 
emulsion in the ink of JP 71 1 8952 in order to control the stickiness and dr»ng of the ink. and 
thereby arrive at the claimed invention. 

7. Claim 13 is rejected under 35 V.S.C. 103(a) as being unpatentable over JP 71 189^2 m 

i i • i^^oii "^-"U and ^8-^6 above, and 
v,ew of Voiles and HP 600625 as applied to claims 1. >. 9. 1 1. _- -4. and _» .. 

further in view of Why/mu/.is U'.S. 5.714.526). 

The difference between JP 711 (N53 in view of Yollcs and 1-1' 6006:5 and .he prescn, 
claimed invention ,s ihe requirement in the claims of opacifying pigment. 
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Whyxmu/is. which is drawn to ink composition, discloses the use of opacitying pigment 
U-ol. 7. lines 4-10) in order l0 produce an ink with good optical density. 

In light of above, it therefore would have been obvious to one of ordinary skill in the art 
to use such pigment in the ink of JP 7118952 in order to produce an ink with good optical 
density, and thereby arrive at the claimed invention. 

8. Claims 43-49 are rejected under 35 U.S.C. 103(a) as being unpatentable over .IP 71 18952 
in view of Yolles (U.S. 6.053.683). Morita et al. (U.S. 6.099.629). and HP 600625. 

IP 71 ] 8 592 discloses a water-based metallic gloss ink for ball point pens comprising 5- 
20 wt% pearl pigment which has diameter of 5-60 urn. water-soluble resin including 
polysaccharide such as xanthan gum. 5-40% water-soluble solvent, dye. and water. The ink has a 
v iscosity of 10.000-150.000 cPs (paragraphs 7-12). From example 1. it is calculated that the ink 
comprises, for example. l»o water-soluble res,,, Further, it is disclosed that the ball point pen 
comprises hollow ink container wherein the abov e ink is stored and there is also disclosed a 
method of using the abov e ink in this ball point pen (paragraph bridging pages 10-1 1 ) 

The difference between JP 71 18592 and the present claimed invention is the requirement 
in the claims of (a) glass tlake. (b) amount dye. and (c) resin emulsion binder. 

With respect to difference (a). Yolles disclose a metal coated glass tlake suitable for use 
in coating compositions for substrates such as paper, i.e. ink. in order to produce a glittery finish 
(col.l. lines 10-13 and 24-28. col.2. line 15. col.3. Hues 54-59. and col.8. line 14) wherein the 
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metal coated glass Hakes have average diameter oH40-325 mesh. i.e. 4-100 urn (col.6. lines 47- 
49). 

With respect to difference (b). it is noted that paragraph 12 of JP 71 18952 discloses the 
use of colorant such as dye. however, there is no disclosure of how much dye is utilized. 

On the one hand, it would have been within the skill level of. as well as obvious to. one 
of ordinary skill in the art to choose amounts of dye. including that presently claimed, in order to 
adjust the hue. color, and optical density of the ink to the desired level, and thereby arrive at the 

L 1U1 I llV^V-i 1 1 1 • w n w v. 

On the other hand. HP 600205. which is drawn to ink for writing instrument similar to 
that disclosed by JP 71 18952. discloses the use of 0.1-10% dye (page 3. lines 15-16). 

With respect to difference (c). Morita et al.. which is drawn to ink for writing instrument, 
disclose the use of 1-10% (in terms of solid content) resin emulsion including anionic resin 
emulsion wherein the resin emuls.on possesses minimum film forming temperature of less than 5 
T. The resins include styrene-acryi copoh mer. polyvinyl acetate, and acryl resins. The 
moli vation tor us.ng such resin emuls.on is to control the st.ckmess and drying of the ink (col.5. 
lines 25-29. col.6. lines 34-50. and col. 13. lines 47-51). 

In light of the motivation for using glass Hakes, amount of colorant, and resin emulsion 
disclosed by Voiles. HP 600625. and Morita et al. as described above, it therefore would have 
been obvious to one of ordinary skill in the art to use such glass Hakes, amount of colorant, and 
resin emuls.on in the ink of JP 71 1 8592 in order to produce ink with glittery finish and suitable 
color and to control the stickiness and drying of the ink. and thereby arrive at the claimed 



invention. 
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c). Cla.ms 50-56 arc rejected under 35 l .S.C. 103(a) as being unpatentable over .IP 71 18592 
view of Voiles (l.S. 6.053.683 ) and Monta et al. U.S. 6.09^29). 

.IP 71 18592 discloses a water-based metallic gloss ink ior ball point pens comprising 5- 
20 wt<> o pearl pigment which has diameter of 5-60 urn. water-soluble resin including 
polysaccharide such as xanthan gum. 5-40% water-soluble solvent, dye. and water. The ink has a 
v,scos,ty of 10.000-150.000 cPs (paragraphs 7-12). Prom example 1. it is calculated that the ink 
comprises, lor example. 1% water-soluble res,,, Further, it is disclosed that the ball point pen 

. ^u™. ink- mniRiner where.n the above ink is stored and there is also disclosed a 

method of using the above ink in this ball point pen (paragraph bridging pages 10-11) 

The difference between .IP 7 1 1 8592 and the present claimed invention is the requirement 
in the claims of (a) glass flake and (b) resin emulsion binder. 

With respect to difference (a). Yolles disclose a metal coated glass flake suitable for use 
in coating compositions for substrates such as paper, i.e. ink. in order to produce a glittery 
fi„ish(col.l. Hues 10-13 and 24-28. col.2. line 15. col.3. lines 54-59. and co..8. line 14) wherein 
the metal coated g.ass flakes have average diameter of 140-325 mesh. i.e. 4-100 urn (co..6. Hues 



47-49). 

With respect to difference (b). Monta et al.. which is drawn to ink for writing instrument, 
disclose the use of 1-10% (in terms of solid content) of resin emulsion including anionic resin 
emulsion wherein the resin emulsion possesses minimum film forming temperature of less than 5 
X. The resms include styrene-acryl copolymer, polyvinyl acetate, and aeryl resms. The 
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motivation for using such resin emulsion is to control the stickiness and drying of the ink (col. 5. 
lines 25-29. col. 6. lines 34-50. and col. 13. lines 47-51 ). 

In light of the motivation for using glass Hakes and resin emulsion disclosed by Yolles 
and Morita et al. as described above, it therefore would have been obv ious to one of ordinary 
sk.ll in the art to use such glass Hakes and resin emulsion in the ink of JP 71 1 8592 in order to 
produce ink with glittery finish and to control the stickiness and drying of the ink. and thereby 
arrive at the claimed invention. 

Response to Arguments 

10. Applicants" arguments with respect to Allison et al. (U.S. 6.160.034) and Kubota et al. 
(U.S. 6.039.796) have been considered but they are moot in view of the discontinuation of these 
references against the present claims. 

11. Applicants" arguments and declarations filed 10 15 02 and 1 1 2602 have been fully 
considered but. with the exception of arguments relating to Allison et al. and Kubota et al.. they 

are not persuasive. 

Specifically, applicants argue that: 

( a) the declaration filed 1 1 27 02 relating to commercial success of the claimed invention 
establishes non-obviousness over the cited prior art. 

(b) The declaration filed 1 1 27 02 relating to Yolles establishes the non-obviousness of 
the present invention over this reference used either alone or in combination with other 

references. 
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(c) JP 71 15892 relates to a mixture of pearlescent pigment and colorant and does not 
relate to the present invention in which a written mark is P ro\ ided with a spatial effect with star 
dust like glittering feeling w ith a glitter of glass Hakes coated with metal due to metal reflection 
that separately occurs from the realization of the color of a colorant. 

id) Voiles discloses a coating layer rather than a written mark and further, the modes of 
application of a coating in Yolles are not analogous to those of the making of a w ritten mark, 
particularly by a ball-point pen. 

(o) No disclosure in JP 71 18592 or Yolles of the amount of glass flakes used in ink for 

writing instrument. 

(f) There is no disclosure in JP 71 1 8592 or Yolles of the amount of colorant utilized. 

(g) It is well known in the art that glass flakes present great technical difficulty in 
successful use in an ink for writing. 

W ith respect to argument (a), while the examiner has considered the declaration, it is the 
examiner's position that the declaration is not successful in establishing non-obviousness over 
the cited prior art for the following reasons. 

W hile the declaration discloses the number of pens sold which comprise the presently 
claimed ink. the sales v olume corresponding to the number of pens sold, and the market share 
captured by the pens, there is no disclosure in the declaration that the claimed features were 
responsible for the commercial success of the claimed ink pen as required in MPHP 716.03(b). 
This portion of the MPHP states that "merely show ing that there w as commercial success of an 
article which embodied the invention is no sufficient." It is the examiner's position that the 
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prC sen, dcclarat.on docs no, provide evidence of.h, nexus beween the sales and Uk claimed 
„ ncmion . ,: via e„co n, support examiner s pos,„o„ is found ,n * w //.»»«• »'«. RM .35. 
40 I SPQ2J 1685. 1090 , fed. fir. 19%) whore ,he courts held .ha, assuming .ha. there is a 
sl ,r„c,c„, dcmons.ranon of commercial success. >hac success is relevant tn the obviousness 
context only H'therc is proof that the sales were a d.rec, result of the unK,ue eharaeteristtes of,hc 
cla ,n,ed tnvention as opposed to other eeononue and commercial laclors unrelated to the ^Uy 
„ nlK pi „c„lcd st„,ee, matlcr In other words, a nexus is re,,tured between the sales and the 

^ i .-.;»-»-» ^ invention 

nici'ii^ vi liic ^icinii^^ • 

The present declaration does no, contain such proof as se, forth abov e and thus, is no. 

successful in establishing non-obv iousness over lire cited prior art 

\V,,h respect to argument (b). ,. is no.ed .ha, in .he declaration, applicants argue thai a. 
,„c ,i,„e of .he filing „f JP 11-076K68 o„ 3 19 99 (JP 1 MWM is the foreign priori, dneunien, 
„ r ,bc prescn, ,nvcn,,o,„. one of ordinary skill ,n ,hc ar, would no. hav e considered ,he presen, 
claims obvious ,n v iew of the disclosure of Yolles. euhcr alone or ,„ combination, giv en that 
» he „ one of ordinary skill considered the problem ofhow ,o make a wn„c„ mark that glitters. 
„« would have u, mind the technological specifications ofhow a writing instrument makes a 
>uil ,en mark w„h an ink and that a person skilled in the ar, would no, look to glass flakes as 
, W ss,hlc gliuermg materia, because tbat person would have known thn. glass fiakes were Ha. and 
W sharp edges and .ha, these characteristics would teach agauts, using glass fiake pigments as 
.'liticrinii material in writing instruments. 
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While „ is agreed tha, there is no disclosure in Voiles ..fusing the coated glass Hakes in a 
„,,mc instrument, n is Ihe examiners position that one skilled in the an wou.d look to glass 
, 1; ,kes of YoUcs as ^ -tiena, .or the wrttmg instrument of.ll> 7 1 1 S5-K for ,1, lollowmg 

reasons. 

, irsll> .,,,1.8. linos 12-13 and 24-25 of Yolles state that .Ik- glass Hakes are suitable lor 
r,se in coatmg composition for paper and tlu. ,l,e glass Hakes are used „, other products 
emploving pear, essence pigments. This is significant given *« 3P 7US592. »i »Wch Voiles 

: „ . .an ink »«ch uses pearlescem pigments. Secondly, in the declaration, applicants 

stare tlra. one of skill in ihe an would no, look to glass .lakes because glass .lakes are ,1a, »i* 
starp edges which would ,eacl, agarns, using such glass Hakes in writing instruments. However. 
„ is no,d m Yolles discloses metal eoaied glass Hakes winch have average diameter of , 40- 
,: 5 ,„esh or 4-100 M m whieh ,s idenueal io the average size presently churned. Thus, one of 
ordmarv skill ,n the ar, w ould have recogti.cd tha, the glass Hakes, even if Pa. and possessing 
sharp edges, would no, elog or wear the writing tool. l-ur,he„ i, is noted ihal col. I . lines 33-35 
„r Yolles describe the ptgn.en. as smooth rather than possesstng sharp edges. 

|.„r ,he above reasons, it is the examiner's position that i, would in fact have been 
ofcious to one of ordinary skill in the ar, to combine .IP 7. IK. writing instrument ball pomt 
pen ink with the glass Hakes of Yolles. 



> • ■ ,i tii.ii I! 5 71 1 does not disclose ink with 
With respect to argument (c). it is agreed that .11 / 1 1 >- 

. , - i • ,, in ip 71 1 ; iSt ( -P is used in combination with 
eliticrine feeling as presently claimed which is wh\ .11 >- u. 
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Voiles which discloses the use of metal coated glass Hakes which are used to make glittery 

finishes. 

With respect to argument (d). it is noted that according to MPHP 2141 .01 (a), a reference 
ma y be rehed on as a basis for rejection of an applicants" invention if it is "reasonably pertinent 
to the particular problem with which the inventor is concerned." A reasonably pertinent reference 
is further described as one which "even though it maybe in a different Held of endeavor, it is one 
which, because of the matter with which it deals, logically would have commended itself to an 
inventor's attention in considering his problem." Yolles is. therefore, a reasonably pertinent 
reference, because it teaches that metal coated glass tlakes are used in products which typically 
use pearl essence pigments (such as the ink disclosed by JP 71 15892) and that such glass Hakes 
impart glittery feeling (as required in the present claims). 

Further, it is significant to that Yolles discloses that the glass tlakes are suitable for use in 
••other products" employing pearl essence pigments. There is no limitation on what these other 
products encompass, further. Yolles discloses that the glass tlakes are suitable for use in 
coatings for paper and the examiners position remains that inks are a type of coating for paper. 

With respect to argument (e). it is noted that given that Yolles discloses that the metal 
coated glass .lakes are used in products now employing pearl essence pigments, it would have 
been natural for one of ordinary skill in the art to inter that the metal coated glass tlakes would 
be used in the same amount in the product as the pearl essence pigments had been used. 
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With respect to argument (0. while it is agreed that there is no disclosure in JP 71 15892 
of the amount of colorant utilized, on the one hand, it would have been within the skill lex cl of. 
as well as obvious to. one of ordinary skill in the art to choose amounts of d>e. including that 
presently claimed, in order to adjust the hue. color, and optical density of the ink to the desired 
level, and thereby arriv e at the claimed inv ention. 

On the other hand. .IP 71 15892 is now used in combination with HP 600205. which is 
drawn to ink for writing instrument similar to that disclosed by JP 71 1 8952. and discloses the use 
of 0.1-10% dye (page 3. lines 15-16). 

With respect to argument (g). while it may be well known that glass Hakes prov ide 
unsatisfactory inks due to blurs or unsmoothness appearing in the written letters and further 
results in clogging of the pen in the course of writing, this would not prev ent one of skill in the 
art from using glass tlakes in inks for writing instrument especially those which are of the same 
si/e as those presently claimed and are know,! to be used in place of pearl essence pigments 
which are conventionally used in inks for writing instruments as disclosed by Yolles. That is. 
given the motivation for using the metal coated glass Hakes disclosed by Yolles and further 
g.ven that the glass tlakes possess size identical to that presently claimed so that the glass flake 
would not clog the writing instrument, it is the examiner's position that it therefore would have 
been obvious to one of ordinary skill in the art to use the glass Hakes of Yolles in the ink of JP 
071 10592. 
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12. Anv inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie F. Shosho whose telephone number is 703-305-0208. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Vasu Jagannathan can be reached on 703-306-2777. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 lor regular 
communications and 703-872-931 1 for After f inal communications. 

Anv inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 

( - 

Callic H. Shosho 
Hxaminer 
Art Unit 1714 
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